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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: On page 4, 
line 10, "117" should read "116", line 11, "106" should read "111", and line 21, "116" 
should read "120". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 5-9, 11-14, 16-19, 21-25, and 27 are rejected under 35 U.S.C. 102(e) 
as being anticipated by U.S. Patent No. 6515988 to Eldridge et al. 

Regarding claims 1 and 13, Eldridge discloses a method and storage media for 
printing from a portable device, comprising the following steps: (a) upon a selection to 
print, displaying available printing options (see Fig. 2, column 4 lines 12-23, column 5 
line 65-column 6 line 15, and column 7 lines 17-34, 44-54 and 58-61, reference shows 
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that a user can choose a "token", which contains a small amount of essential 
information pertaining to data, located in a remote server or computing system, which is 
to be retrieved, processed, and printed, and can select the method in which the data is 
to be executed, for example, printed, scanned, faxed, etc., further options relate to the 
number of copies to be printed and the like), including the following substep: (a.1 ) 
providing an option to print remote data accessible at a location outside of the portable 
device by reference to the location outside of the portable device (see column 5 line 65- 
column 6 line 15, column 8 lines 14-26 and column 9 lines 24-49, reference shows that 
a "token" can be sent via a network to a computing system which can decode the 
"token", retrieve data located on a remote server, process the data, and print the data at 
a remote printer, all of which is analogous to the claim limitation), and, (b) upon 
selection of one of the available printing options, performing a print operation in 
accordance with the selection (see column 5 line 65-column 6 line 15, column 7 lines 
26-34, and column 9 lines 24-49). 

Regarding claims 8 and 19, Eldridge discloses a method and storage media for 
printing from a portable device, comprising the following steps: (a) upon a selection to 
print, displaying available printing options (see Fig. 2, column 4 lines 12-23, column 5 
line 65-column 6 line 15, and column 7 lines 17-34, 44-54 and 58-61, reference shows 
that a user can choose a "token", which contains a small amount of essential 
information pertaining to data, located in a remote server or computing system, which is 
to be retrieved, processed, and printed, and can select the method in which the data is 
to be executed, for example, printed, scanned, faxed, etc., further options relate to the 
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number of copies to be printed and the like), including the following substep: (a.1 ) 
providing an option to use a template to provide standardized formatting to data to be 
printed (see column 7 lines 26-34, reference shows a user interface of a PDA capable 
of printing a type-in form to be filled in by the user which is analogous to a template and 
thus anticipates the claim limitation), and] (b) upon selection of one of the available 
printing options, performing a print operation in accordance with the selection (see 
column 5 line 65-column 6 line 15, column 7 lines 26-34, and column 9 lines 24-49). 

Regarding claims 12 and 22, Eldridge discloses a method for printing from a 
portable device, comprising the following steps: (a) upon a selection to print, displaying 
available printing options (see Fig. 2, column 4 lines 12-23, column 5 line 65-column 6 
line 15, and column 7 lines 17-34, 44-54 and 58-61, reference shows that a user can 
choose a "token", which contains a small amount of essential information pertaining to 
data, located in a remote server or computing system, which is to be retrieved, 
processed, and printed, and can select the method in which the data is to be executed, 
for example, printed, scanned, faxed, etc., further options relate to the number of copies 
to be printed and the like), including the following substep: (a.1) providing an option to 
print when the portable device is synchronized with a computing system (see column 5 
lines 14-28 and 46-60, and column 5 line 65-column 6 line 15, reference shows that a 
portable device is capable of communicating directly with a particular computing device 
or output device which is analogous to the claim limitation), and, (b) upon selection of 
one of the available printing options, performing a print operation in accordance with the 
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selection (see column 5 line 65-column 6 line 15, column 7 lines 26-34, and column 9 
lines 24-49). 

Regarding claim 23, Eldridge discloses a portable device comprising: a display 
(see Fig. 2), and, a printing control entity within the portable device, the printing control 
entity upon recognition of a print selection, displaying available printing options, 
providing on the display an option to print remote data accessible at a location outside 
of the portable device by reference to the location outside of the portable device, and 
upon selection of one of the available printing options, performing a print operation in 
accordance with the selection (see column 5 line 46-column 6 line 15, column 7 line 17- 
column 8 line 26, and column 9 lines 24-49). 

Regarding claim 25, Eldridge discloses a portable device comprising: a display 
(see Fig. 2), and, a printing control entity within the portable device, the printing control 
entity upon recognition of a print selection, displaying available printing options, 
providing an option to use a template to provide standardized formatting to data to be 
printed, and upon selection of one of the available printing options, performing a print 
operation in accordance with the selection (see column 5 line 46-column 6 line 15, 
column 7 line 17-column 8 line 26, and column 9 lines 24-49, reference shows a user 
interface of a PDA capable of printing a type-in form to be filled in by the user which is 
analogous to a template and thus anticipates the claim limitation). 

Regarding claim 27, Eldridge discloses a portable device comprising: a display 
(see Fig. 2); and, a printing control entity within the portable device, the printing control 
entity upon recognition of a print selection, displaying available printing options, 
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providing an option to print when the portable device is synchronized with a computing 
system, and upon selection of one of the available printing options, performing a print 
operation in accordance with the selection (see column 5 line 46-column 6 line 15, 
column 7 line 17-column 8 line 26, and column 9 lines 24-49). 

Regarding claims 2 and 9, Eldridge discloses the system discussed in claims 1 
and 8, and further discloses wherein the portable device is a personal digital assistant 
(see Fig. 2, column 5 lines 23-28 and column 8 lines 62-66). 

Regarding claims 3 and 14, Eldridge discloses the system discussed in claims 1 
and 13, and further discloses (a. 2) providing an option to use a template to provide 
standardized formatting to data to be printed (see column 7 lines 26-34, reference 
shows a user interface of a PDA capable of printing a type-in form to be filled in by the 
user which is analogous to a template and thus anticipates the claim limitation). 

Regarding claims 5, 11, 16, and 21 , Eldridge discloses the system discussed in 
claims 1,8, 13, and 19, and further discloses (a.2) providing an option to print when the 
portable device is synchronized with a computing system (see column 5 lines 14-28 and 
46-60, and column 5 line 65-column 6 line 15). 

Regarding claims 6 and 17, Eldridge discloses the system discussed in claims 1 
and 13, and further discloses (a.2) providing an option to print by using an internet 
service provider to send data to be printed to a printer (see column 4 line 64-column 5 
line 3 and column 6 lines 48-53). 

Regarding claims 7 and 18, Eldridge discloses the system discussed in claims 1 
and 13, and further discloses (a.2) providing an option to print the remote data by using 
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an internet service provider to send the reference to the location outside the portable 
device to a computing system connected to a printer (see column 4 line 64-column 5 
line 3 and column 9 lines 24-49). 

Regarding claim 24, Eldridge discloses the system discussed in claim 23, and 
further discloses a print button which is pressed by a user to make the print selection 
(see Fig. 2, column 6 lines 1-10, column 7 lines 26-34, column 8 lines 29-36, and 
column 8 line 62-column 9 line 12). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4, 10, 15, 20, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eldridge as applied to claims 1, 8, 13, 19, and 25 above, and further 
in view of U.S. Patent No. 6832351 to Batres. 

Regarding claims 4 and 15, Eldridge discloses (a. 2) providing an option to use a 
template to provide standardized formatting to data to be printed, (see column 7 lines 
26-34). 

Eldridge does not disclose expressly (a. 3) upon selection of the option to use a 
template to provide standardized formatting to data to be printed, displaying a list of 
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available templates, wherein, upon selection of one from the list of available templates, 
the selected template is used in step (b) in performance of the print operation. 

Batres discloses (a. 3) upon selection of the option to use a template to provide 
standardized formatting to data to be printed, displaying a list of available templates, 
wherein, upon selection of one from the list of available templates, the selected 
template is used in step (b) in performance of the print operation (see column 7 lines 
24-48 and 61-64). 

Regarding claims 10 and 20, Eldridge does not disclose expressly (a.2) upon 
selection of the option to use a template to provide standardized formatting to data to be 
printed, displaying a list of available templates, wherein, upon selection of one from the 
list of available templates, the selected template is used in step (b) in performance of 
the print operation. 

Batres discloses (a.2) upon selection of the option to use a template to provide 
standardized formatting to data to be printed, displaying a list of available templates, 
wherein, upon selection of one from the list of available templates, the selected 
template is used in step (b) in performance of the print operation (see column 7 lines 
24-48 and 61-64). 

Regarding claim 26, Eldridge does not disclose expressly wherein the printing 
control entity additionally, upon selection of the option to use a template to provide 
standardized formatting to data to be printed, displays a list of available templates, 
wherein, upon selection of one from the list of available templates, the selected 
template is used in performance of the print operation. 



Application/Control Number: 09/917,016 Page 9 

Art Unit: 2622 

Batres discloses wherein the printing control entity additionally, upon selection of 
the option to use a template to provide standardized formatting to data to be printed, 
displays a list of available templates, wherein, upon selection of one from the list of 
available templates, the selected template is used in performance of the print operation 
(see column 7 lines 24-48 and 61-64). 

Eldridge & Batres are combinable because they are from the same field of 
endeavor, manipulation of remote data to be printed. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the display and selection of a plurality of templates for which 
user data will be merged and printed as described by Batres with the system of 
Eldridge. 

The suggestion/motivation for doing so would have been to provide a user with 
increased mobility and efficiency due to a plurality of templates available for the user to 
fill in to acquire the desired output form at the exact time it is desired (see column 3 
lines 30-40 of Batres). 

Therefore, it would have been obvious to combine Batres with Eldridge to obtain 
the invention as specified in claims 4, 10, 15, 20, and 26. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show the state of the art refer to U.S. Patent numbers 
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5862321 (Lamming et al.), 6717686 (Farros et al.), 6859832 (Gecht et al.), 6230214 
(Liukkonen et al.), 6397261 (Eldridge et al.), and 6854641 (Takagi), U.S. Patent 
Application Publication numbers 2003/0002081 (Leone III et al.) and 2003/0011809 
(Suzuki et al.), and World International Property Organization Publication number WO 
01/42894 (Larsson etal.). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 ) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (571 ) 272-7402. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark R. Milia 
Examiner 
Art Unit 2622 



MRM 




AP-T UNIT 262-2. 



